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REMARKS 

By Office Action mailed June 14, 2007, claims 1-19 and 23-37 stand rejected and 
claims 20-22 and 38-48 stand withdrawn, reconsideration of which is respectfully requested in 
view of the following remarks. Claims 1, 6, 31, 35, 40 and 41 have been amended. Claims 17, 
29 and 30 have been cancelled. Claims 1-16, 18-28 and 31-48 are now pending. 

Claim Objections 

The Examiner has objected to the terminology "analine" and "sulfonamide" in 
claim 6. By way of this Amendment, Applicants have amended claim 6 to recite (i) "alanine" 
rather than "analine" and (ii) "methylsulfonamide" rather than "sulfonamide". Support for these 
amendments may be found in the specification on page 9, lines 5 and 15, respectively. No new 
matter has been added by way of these amendments. In view of these amendments, Applicants 
request that the objections to claim 6 be withdrawn. 

Rejections Under 35 U.S.C. $112 

Claim 26 . The Examiner has rejected to the recitation of "a pH below 5" in claim 
26 as comprising impermissible new matter under 35 U.S.C. 112, first paragraph. Applicants 
respectfully disagree. As noted by the Examiner, on page 7, line 6-8, of the application, it is 
disclosed that ". . .the acid is present in the second part in amount such that, when combined with 
the first part, the pH of the disinfecting composition is below 5, generally from 1.5 to 5, and 
typically from 2.3 to 3.5". Contrary to the Examiner's assertion, the recitation of the exemplary 
ranges 1.5 to 5 and 2.3 to 3.5 are not limiting, rather such exemplary ranges are provided merely 
to illustrate certain representative embodiments of the generic range disclosed (i.e., a pH below 
5). Accordingly, Applicants submit that the limitation of claim 26 does not constitute new 
matter and request that this rejection be withdrawn. 

Claim 6 . The Examiner has rejected claim 6 under 35 U.S.C. 112, second 
paragraph, due to the use of the terminology "sulfonamide". As note above, Applicants have 
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amended claim 6 to recite "methylsulfonamide" rather than "sulfonamide". Accordingly, 
Applicants request that this rejection of claim 6 be withdrawn. 

Claim 31 . The Examiner has rejected claim 31 under 35 U.S.C. 112, second 
paragraph, due to the use of the abbreviations "D&C", "Ext. D&C" and "FD&C". By way of 
this Amendment, Applicants have amended claim 31 to remove such abbreviations and to 
specify that the oxidizable colorant is "a drug and cosmetic colorant, an externally applied drug 
and cosmetic colorant, a food, drug and cosmetic colorant, or a mixture thereof. Support for 
this amendment may be found in the specification on page 7, lines 19-22. No new matter has 
been added by way of this amendment. In view of this amendment, Applicants request that this 
rejection of claim 31 be withdrawn. 

Claim 35 . The Examiner has rejected claim 35 under 35 U.S.C. 112, second 
paragraph, due to the use of the terminology "concentrated", which term the Examiner alleges is 
indefinite. By way of this Amendment, Applicants have amended claim 35 (as well as method 
claims 40 and 41, which contain a similar limitation) to clarify what was intended by the 
terminology "concentrated". More specifically, Applicants have amended claim 35 to specify 
that "at least one of the first part or the second part is in a non-aqueous or solid form, or is 
adapted to be diluted by or dissolved in water prior to combination of the first part and the 
second part", rather than "at least one of the first part or the second part is in a concentrated or 
solid form". Support for this amendment may be found in the specification on page 5, lines 10- 
17. No new matter has been added by way of this amendment. In view of this amendment, 
Applicants request that this rejection of claim 35 be withdrawn. 

Rejections Under 35 U.S.C. §1 02(b) 

U.S. Patent No. 5.380.518 . Claims 1-6, 10-13, 17-19, 26-29, 33, 34 and 37 stand 
rejected under 35 U.S.C. 102(b) as being anticipated by Roozdar (U.S. Patent No. 5,380,518) for 
the reasons set forth on pages 7-8 of the Office Action. By way of this Amendment, Applicants 
have amended pending independent claim 1 to incorporate the limitations of previously pending 
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dependent claims 17 and 30. Applicants note that claim 30 was not rejected as being anticipated 
by Roozdar. Accordingly, Applicants submit that this ground of rejection has been obviated. 

U.S. Patent No. 6.071.483 . Claims 1-6, 10-13, 34 and 37 stand rejected under 35 
U.S.C. 102(b) as being anticipated by Pastore (U.S. Patent No. 6,071,483) for the reasons set 
forth on pages 8-9 of the Office Action. As noted above, Applicants have amended pending 
independent claim 1 to incorporate the limitations of previously pending dependent claims 17 
and 30. Applicants note that neither claim 17, nor claim 30, was rejected as being anticipated by 
Pastore. Accordingly, Applicants submit that this ground of rejection has been obviated. 

U.S. Patent No. 6.379.685 . Claims 1-6, 10-13, 18, 19 and 26-37 stand rejected 
under 35 U.S.C. 102(b) as being anticipated by Richter et al. (U.S. Patent No. 6,379,685) for the 
reasons set forth on pages 9-11 of the Office Action. Again, as noted above, Applicants have 
amended pending independent claim 1 to incorporate the limitations of previously pending 
dependent claims 17 and 30. Applicants note that claim 17 was not rejected as being anticipated 
by Richter. Accordingly, Applicants submit that this ground of rejection has been obviated. 

Rejections Under 35 U.S.C. $ 103(a) 

Claims 7-9, 14-17 and 23-25 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Richter et al. (U.S. Patent No. 6,379,685) for the reasons set forth on pages 12- 
14 of the Office Action. More specifically, this rejection is based upon the Examiner's 
conclusion that it would have been obvious to select among, and optimize the amounts of, the 
numerous compositional elements recited in Richter in order to produce the claimed two-part 
disinfecting system. 

Applicants respectfully disagree. As amended, pending claim 1 is directed to a 
two-part disinfecting system comprising a chlorite, an acid having a pKa between 2 to 5, a 
nitrogenous stabilizer (i.e., a nitrogen-containing compound having at least one N-H bond, and 
which may or may not be the same chemical entity as the acid), and an oxidizable colorant. As 
discussed in the present application (see, e.g., page 4, line 18, through page 5, line 9), when 
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combined, the claimed two-part disinfecting system extends the color longevity of the oxidizable 
colorant in the disinfecting composition due to the presence of the nitrogenous stabilizer. More 
specifically, the nitrogenous stabilizer reduces the generation of chlorine dioxide in the 
disinfecting composition by interacting with the oxychlorine intermediates formed during the 
conversion of chlorous acid (formed by acidification of the chlorite) to chlorine dioxide. When 
an oxidizable colorant is present, it is degraded (i.e., oxidized) by the chlorine dioxide generated 
within the disinfectant. Thus, the nitrogenous stabilizer, by reducing chlorine dioxide 
generation, imparts extended color longevity to the disinfecting composition by limiting 
oxidation of the colorant. 

While the prior art discloses numerous compositional elements that may 
potentially be combined in a disinfecting composition, including chlorites, various acids (certain 
of which could be considered "nitrogenous stabilizers" as defined in the present application) and 
various colorants, the prior art would not motivate one of ordinary skill in the art to select among 
such a list of elements to produce the claimed two-part disinfecting system. In this regard, for 
example, Applicants note that the prior art makes no distinction between (i) acids which are 
"nitrogenous stabilizers" and acids which are not, and (ii) oxidizable colorants (which are 
susceptible to degradation by chlorine dioxide) and non-oxidizable colorants (which are not 
susceptible to degradation by chlorine dioxide). Accordingly, while the prior art may contain 
examples of acid which are "nitrogenous stabilizers", as well as examples of oxidizable 
colorants, within a lengthy list of potential ingredients, the prior art would not teach or suggest to 
one of ordinary skill in the art that the selection and combination of these particular elements 
would be advantageous. 

Furthermore, the prior art does not appreciate the desirability of making a 
composition having the properties of the claimed disinfecting system. To the contrary, for 
example, Richter specifically notes that production of chlorine dioxide in a disinfecting 
composition is beneficial and desired (see, e.g., column 7, lines 5-62). In other words, Richter 
aims to facilitate chlorine dioxide production, whereas the disinfecting system of the present 
invention aims to minimize chlorine dioxide production. Accordingly, it is arguable that Richter 
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actually teaches away from the selection and combination of the elements in the claimed 
disinfecting system. 

In view of the foregoing, Applicants submit that, contrary to the Examiner's 
assertion, the prior art does not teach, suggest or motivate one of ordinary skill in the art to select 
among, and optimize the amounts of, the numerous elements disclosed therein in order to 
produce a two-part disinfecting system as recited in pending claim 1 . Accordingly, Applicants 
request that this ground of rejection be withdrawn. 

Double Patenting - Non-Statutory 

Claims 1-37 stand rejected under the judicially created doctrine of obviousness- 
type double patenting over claims 1-33 of U.S. Patent No. 6,916,493 and claims 1-43 of U.S. 
Patent No. 6,524,624 for the reasons set forth on pages 15-16 of the Office Action. As noted by 
the Examiner, a terminal disclaimer may be used to overcome a rejection based on a non- 
statutory double patenting ground provided that the conflicting applications are shown to be 
commonly owned. In this regard, Applicants note that the present application and the foregoing 
patents are, and were at the time the present invention was made, owned by Alcide Corporation. 
Accordingly, to obviate these grounds of rejection, terminal disclaimers over the '493 and '624 
patents are submitted herewith. 

Request for Consideration and Rejoinder of Withdrawn Claims 

Claims 20-22 stand withdrawn in view of Applicants' election, for purposes of 
initial examination only, of the species of lactic acid. As previously noted by the Examiner, 
upon allowance of a generic claim, Applicants will be entitled to consideration of claims to 
additional species which are written in dependent form or otherwise include all the limitations of 
an allowed generic claim as allowed by 37 CFR §1.141. Accordingly, Applicants respectfully 
request that dependent claims 20-22 be considered following a determination that generic claim 
1 is allowable. 

In addition, as previously noted by the Examiner, where product and process 
claims are presented in the same application and an Applicant elects to pursue the product 
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claims, rejoinder will be permitted when a product claim is found allowable and the withdrawn 
process claims depend from or otherwise include all the limitations of the allowed product claim. 
In the present application, elected claims 1-37 are drawn to a two part disinfecting system, and 
non-elected claims 38-48 are drawn to methods for making and using such two part disinfecting 
system. Furthermore, method claims 38-48 are all dependent from, and thus contain all the 
limitations of, pending claims 1-37. Accordingly, Applicants respectfully request that method 
claims 38-48 be rejoined following a determination that claims 1-37 are allowable. 

In view of the above, allowance of claims 1-16, 18-28 and 31-48 is respectfully 
requested. A good faith effort has been made to place this application in condition for 
allowance. However, should any further issue require attention prior to allowance, the Examiner 
is requested to contact the undersigned at (206) 622-4900 to resolve the same. Furthermore, the 
Commissioner is authorized to charge any additional fees due by way of this Amendment, or 
credit any overpayment, to our Deposit Account No. 19-1090. 

Respectfully submitted, 
Joseph Morelli et al. 

SEED Intellectual Property Law Group pllc 

/ Emily W. Wagner / 

Emily W. Wagner 
Registration No. 50,922 
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